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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Opposition No. 91230971 

App. Ser. No. 86/376,047 

 

Mark: THE BRITISH EAST INDIA COMPANY 

 

THE EAST INDIA COMPANY HOLDINGS PTE. LTD, 

Opposer, 

 

v. 

 

CAPTAIN WILLIAM G. MACDONALD, 

Applicant. 

 

Supplemental Report in support of Defendant’s Motion to Suspend with Consent 

 

Further to the Board’s Order of September 13, 2018, Applicant is supplementing information in 

support of the consented motion to suspend filed on September 6, 2018.  The parties U.S. 

counsels are working with respective UK counsels and information of the recent status of 

communications was obtained from Applicant’s UK counsel today.  We inform the Board of the 

latest status of ongoing settlement negotiations: 

18 June 2018  

Counterproposal from Opposer's representative by email.  

 

17 August 2018  

Conference call between representatives regarding proposal.  

 

30 August 2018  

Follow-up email from Opposer's representative after conference call.  

 

4 September 2018  

Conference call between representatives.  Follow up email from Applicant's 

representative.  Further telephone discussion between representatives.  

 

1 October 2018  

Email from Opposer's representative seeking clarification of minor points in settlement proposal.  

 

4 October 2018  

Conference call between representatives.  Settlement appeared close to both parties.  

 

The Applicant is currently seeking to address minor remaining queries that the Opposer has in 



relation to the final settlement agreement.  The one outstanding point is coverage of 

goods/services.  

The corresponding UK proceedings are currently stayed until 6 December 2018, and it is the 

intention of both sides to have a global settlement in place before that date. Suspension of the 

U.S. proceedings will obviate the need for commencement of discovery and costs associated 

therewith.  

It is respectfully requested that the Motion to suspend these proceedings be granted. 

Captain William G. MacDonald has secured the express consent of all other parties to this 

proceeding for this suspension and resetting of dates as generated in the motion as filed on 

September 6, 2018 or as the Board deem appropriate. 

 

Captain William G. MacDonald has provided an email address herewith for itself and for the 

opposing party so that any order on this motion may be issued electronically by the Board. 

 

Respectfully submitted, 

/jhg/ 

Jeffrey H. Greger 

Attorneys for Applicant 

Roberts Mlotkowski Safan Cole & Calderon P.C. 

7918 Jones Branch Drive, Suite 500, Mclean VA 22102 

703-584-3270 

703-848-2981 

jgreger@rmsclaw.com 

trademarks@rmsclaw.com 

 

Certificate of Service 

 

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at 

their address of record by Email on this date. 

 

Respectfully submitted, 

/Iryna Ridchenko/ 

 

Iryna Ridchenko 

tcole@rmsc2.com, trademarks@rmsc2.com, jgreger@rmsc2.com 

mjobs@loeb.com, chdocket@loeb.com 

 

 


